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Filed: January 09, 2001 : 
Attorney Docket No. END920060077US 1 : 

This is a decision on the petition, filed November 20, 2008, which is being treated as a petition 
under 37 CFR 1 .59(b) requesting removal of an erroneously filed document from the incorrect 
file wrapper. 

The petition is dismissed. 

The rules and statutory provisions governing the operations of the U.S. Patent and Trademark 
Office require payment of a fee on filing each petition filed under 37 CFR 1.59(b). In this 
instance, the fee required by law is $ 200. See 37 CFR 1 .59(b). 

The petition in the above-identified application was not accompanied by payment of the required 
fee. No consideration on the merits can be given to the petition until the required fee is received. 

However, it is noted MPEP 724.06 states: 

Expungement of information that was inadvertently submitted to the Office is 
appropriate provided that items (A)-(F) set forth in MPEP § 724.05, paragraph II, 
are satisfied. 

A courtesy copy of MPEP 724.05, paragraph II, is enclosed. 

Further correspondence with respect to this matter should be addressed as follows: 



By mail: 



Mail Stop PETITIONS 
Commissioner for Patents 
Post Office Box 1450 . 
Alexandria, VA 22313-1450 



By hand: Customer Service Window 

Mail Stop Petitions 
Randolph Building 
401 Dulany Street 
Alexandria, V A 22314 

By fax: (571) 273-8300 

ATTN: Office of Petitions 

Any questions concerning this matter may be directed to the undersigned at (571) 272-7099. 




Office of Petitions 



Encl: copy of MPEP 724.05 , paragraph II 



724.05 



MANUAL OF PATENT EXAMINING PROCEDURE 



non-material information can be expunged. See item 
(C) above.< 

(E) If a petition to expunge is not filed prior to>, 
or shortly after (i.e., in time to be addressed before the 
reexamination proceeding enters the reexamination 
certificate printing process),< the mailing of the 
NIRC, the materials submitted under MPEP § 724.02 
will become a permanent part of the reexamination 
file and open to the public under 37 CFR 1.1 1(d). >In 
the event materials have already been made of record 
by a party, and it is subsequently determined that the 
materials are protected, the proper petition to submit 
would be a petition to seal the protected material 
under 37 CFR 1 . 1 82, with the requisite fee.< 

(F) Any petition to expunge a portion or all of the 
submitted information under 37 CFR 1.59(b) will be 
treated in accordance with MPEP § 724.05. 

724.05 Petition To Expunge Informa- 
tion or Copy of Papers in Appli- 
cation File [R-6] 

I. INFORMATION SUBMITTED UNDER 
MPEP § 724.02 

A petition under 37 CFR 1 .59(b) to expunge infor- 
mation submitted under MPEP § 724.02, or that 
should have been submitted under MPEP § 724.02 (as 
where proprietary information is submitted in an 
information disclosure statement but inadvertently not 
submitted in a sealed envelope as discussed in MPEP 
§ 724.02) will be entertained only if the petition fee 
(37 CFR 1 . 1 7(g)) is fijed and the information has been 
found not to be **>material to< patentability. If the 
information is found to be **>material to< patentabil- 
ity, any petition to expunge the information will be 
denied. Any such petition to expunge information 
submitted under MPEP § 724.02 should be submitted 
at the time of filing the information under MPEP § 
724.02 and directed to the Technology Center (TC) to 
which the application is assigned. Such petition must 
contain: 

(A) a clear identification of the information to be 
expunged without disclosure of the details thereof; 

(B) a clear statement that the information to be 
expunged is trade secret material, proprietary mate- 
rial, and/or subject to a protective order, and that the 
information has not been otherwise made public; 



(C) a commitment on the part of the petitioner to 
retain such information for the period of any patent 
with regard to which such information is submitted; 

(D) a statement that the petition to expunge is 
being submitted by, or on behalf of, the party in inter- 
est who originally submitted the information; 

(E) the fee as set forth in 37 CFR 1.17(g) for a 
petition under 37 CFR 1 .59(b). 

Any such petition to expunge should accompany 
the submission of the information and, in any event, 
must be submitted in sufficient time that it can be 
acted on prior to the mailing of a notice of allowabil- 
ity or a notice of abandonment for original and reissue 
applications, or prior to>, or shortly after (i.e., in time 
to be addressed before the reexamination proceeding 
enters the reexamination certificate printing pro- 
cess)^ the mailing of a Notice of Intent to Issue 
Reexamination Certificate (NIRC) for reexamination 
proceedings. Timely submission of the petition is, 
accordingly, extremely important. If the petition does 
not accompany the information when it is initially 
submitted, the petition should be submitted while the 
application or reexamination is pending in the Tech- 
nology Center (TC) and before it is transmitted to the 
Publishing Division. If a petition to expunge is not 
filed prior to the mailing of a notice of allowability or 
a notice of abandonment for original and reissue 
applications, or prior to>, or shortly after (i.e., in time 
to be addressed before the reexamination proceeding 
enters the reexamination certificate printing pro- 
cess)^ the mailing of a NIRC for reexamination pro- 
ceedings, any material then in the file will remain 
therein and be open to the public in accordance with 
37 CFR 1.14. Accordingly, it is important that both 
the submission of any material under MPEP § 724.02 
and the submission of any petition to expunge occur 
as early as possible during the examination process. 
The decision will be held in abeyance and be decided 
upon the close of prosecution on the merits. 

II. INFORMATION UNINTENTIONALLY 
SUBMITTED IN APPLICATION 

A petition to expunge information unintentionally 
submitted in an application (other than information 
forming part of the original disclosure) may be filed 
under 37 CFR 1 .59(b), provided that: 

(A) the Office can effect such return prior to the 
issuance of any patent on the application in issue; 
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(B) it is stated that the information submitted was 
unintentionally submitted and the failure to obtain its 
return would cause irreparable harm to the party who 
submitted the information or to the party in interest on 
whose behalf the information was submitted; 

(C) the information has not otherwise been made 
public; 

(D) there is a commitment on the part of the peti- 
tioner to retain such information for the period of any 
patent with regard to which such information is sub- 
mitted; 

(E) it is established to the satisfaction of the 
Director that the information to be returned is not 
material information under 37 CFR 1 .56; and 

(F) the petition fee as set forth in 37 CFR 1 .17(g) 
is included. 

A request to expunge information that has not been 
clearly identified as information that may be later sub- 
ject to such a request by marking and placement in a 
separate sealed envelope or container shall be treated 
on a case-by-case basis. Applicants should note 
that unidentified information that is a trade secret, 
proprietary, or subject to a protective order that is sub- 
mitted in an Information Disclosure Statement may 
inadvertently be placed in an Office prior art search 
file by the examiner due to the lack of such identifica- 
tion and may not be retrievable. 

III. INFORMATION SUBMITTED IN INCOR- 
RECT APPLICATION 

37 CFR 1.59(b) also covers the situation where an 
unintended heading has been placed on papers so that 
they are present in an incorrect application file. In 
such a situation, a petition should request that the 
papers be expunged rather than transferred to the cor- 
rect application file. For Image File Wrapper (IFW) 
processing, see IFW Manual. The grant of such a peti- 
tion will be governed by the factors enumerated in 
paragraph II of this section in regard to the uninten- 
tional submission of information. Where the Office 
can determine the correct application file that the 
papers were actually intended for, based on identify- 
ing information in the heading of the papers (e.g., 
application number, filing date, title of invention and 
inyentor(s) name(s)), the Office will transfer the 
papers to the correct application file for which they 
were intended without the need of a petition. 



IV. INFORMATION FORMING PART OF 
THE ORIGINAL DISCLOSURE 

A petition to expunge a part of the original disclo- 
sure must be filed under 37 CFR 1.183, since such a 
request requires a waiver of the requirements of 
37 CFR 1 .59(a). Petitions under 37 CFR 1 . 1 83 should 
be directed to the Office of Petitions. The petition 
must explain why justice requires waiver of the rules 
to permit the requested material to be expunged. It 
should be noted that petitions to expunge information 
which is a part of the original disclosure, such as the 
specification and drawings, will ordinarily not be 
favorably entertained. The original disclosures of 
applications are scanned for record keeping purposes. 
Accordingly, the grant of a petition to expunge infor- 
mation which is part of the original disclosure would 
require that the USPTO record of the originally filed 
application be changed, which may not be possible. 

724.06 Handling of Petitions To Ex- 
punge Information or Copy of - 
Papers in Application File [R-6] 

37 CFR 1,59. Expungement of information or copy of 
papers in application fife. 

(a) (l information in an application will not be expunged, 
except as provided in paragraph (b) of this section. 

(2) Information forming part of the original disclosure 
(i.e., written specification including the claims, drawings, and any 
preliminary amendment specifically incorporated into an executed 
oath or declaration under §§ 1 .63 and 1 . 175) will not be expunged 
from the application file. 

(b) An applicant may request that the Office expunge infor- 
mation, other than what is excluded by paragraph (a)(2) of this 
section, by filing a petition under this paragraph. Any petition to 
expunge information from an application must include the fee set 
forth in § 1.17(g) and establish to the satisfaction of the Director 
that the expungement of the information is appropriate in which 
case a notice granting the petition for expungement will be pro- 
vided. 

(c) Upon request by an applicant and payment of the fee 
specified in § 1.19(b), the Office will furnish copies of an applica- 
tion, unless the application has been disposed of (see Jj§ 1.53(e), 
(0 and (g)). The Office cannot provide or certify copies of an 
application that has been disposed of. 

***** 

37 CFR 1.59 provides that information, other than 
the original disclosure of the application, may be 
expunged from the file wrapper provided a petition to 
expunge under 37 CFR 1.59(b) and the required fee 
set forth in 37 CFR 1.17(g) are filed, and further that 
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